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The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-2 and 7 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Kling 2,583,379. 

Kling teaches an apparatus for treating tissue specimens by immersion in a liquid 
as shown in Figure 1 , the apparatus comprising a first structure providing a chamber 54 
for holding the liquid, and a second structure including holding means for releasably 
holding the specimens, the first and second structures being relatively moveable in a 
direction having a vertical component between a first position in which the holding 
means are relatively close to the chamber and in which the second structure closes the 
top of the chamber to enable the specimens to be immersed in the liquid whilst the latter 
is protected from the environment, and a second position in which the holding means 
are relatively distant from the chamber to enable the specimens to be loaded onto or 
unloaded from the holding means. Kling shows that the chamber is circular or annular 
in cross-section. Kling shows the holding means in Figure 2 hold the specimens so that 
the latter depend from the holding means at angularly spaced positions around a circle. 
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Kling teaches the second structure is a lid which acts to close the chamber in the first 
position and the underside of it carries the holding means. With respect to claim 2, the 
Kling first structure is stationary and the second structure is shiftable vertically with 
respect to the first structure. With respect to claim 7, Kling teaches that the second 
structure is rotatably moveable around a central vertical axis, enabling the substrate to 
be loaded into and unloaded from the second structure at chosen positions alongside 
the apparatus by hand if desired. With respect to claim 8, 

Claims 1-2 and 7 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Mans 3,062,225. 

Mans teaches an apparatus for treating tissue specimens by immersion in a 
liquid as shown in Figure 1 , the apparatus comprising a first structure providing a 
chamber 6 for holding the liquid, and a second structure including holding means for 
releasably holding the specimens, the first and second structures being relatively 
moveable in a direction having a vertical component between a first position in which 
the holding means are relatively close to the chamber and in which the second structure 
at least partially closes the top of the chamber to enable the specimens to be immersed 
in the liquid whilst the latter is at least partially protected from the environment, and a 
second position in which the holding means are relatively distant from the chamber to 
enable the specimens to be loaded onto or unloaded from the holding means. Mans 
shows that the chamber is circular or annular in cross-section. Mans shows the holding 
means in Figure 1 hold the specimens so that the latter depend from the holding means 
at angularly spaced positions around a circle. Mans teaches the second structure is a 
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lid which acts to at partially close the chamber in the first position and the underside of it 
carries the holding means. With respect to claim 2, the Mans first structure is stationary 
and the second structure is shiftable vertically with respect to the first structure. With 
respect to claim 7, Mans teaches that the second structure is rotatably moveable 
around a central vertical axis, enabling the substrate to be loaded into and unloaded 
from the second structure at chosen positions alongside the apparatus by hand if 
desired. 

Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kling 
2,583,379 in view Chappa et al 6,562,136. 

Kling is applied for the reasons note above but fails to teach the holding means 
includes magnets to enable the specimens along with its metal mount to be detachably 
retained on the second structure. However, it would have been obvious to modify the 
Kling apparatus by providing a holding means which includes magnets to secure the 
specimens along with its mount or supporting member to be detachably retained on the 
second structure since Chappa et al teaches the use of magnets to detachably retain a 
mounting member for the substrate from the second structure which includes holding 
means for the substrate (see Chappa et al column 4 lines 35-53). 

Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Mans 
3,062,225 in view Chappa et al 6,562,136. 

Mans is applied for the reasons note above but fails to teach the holding means 
includes magnets to enable the specimens along with its metal mount to be detachably 
retained on the second structure. However, it would have been obvious to modify the 
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Mans apparatus by providing a holding means which includes magnets to secure the 
specimens along with its mount or supporting member to be detachably retained on the 
second structure since Chappa et al teaches the use of magnets to detachably retain a 
mounting member for the substrate from the second structure which includes holding 
means for the substrate (see Chappa et al column 4 lines 35-53). 

Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Mans 
3,062,225 in view Polster 6,355,104. 

Mans is applied for the reasons note above but fails to teach the apparatus has 
the facility to change the liquid when in the first position. However, it would have been 
obvious to modify the Mans apparatus by providing the chamber means with a drain 
and refilling device associated with the bath such as shown by Polster to facilitate 
changing of the liquid within the tank by exhausting spent treatment liquid. 

Claim 3 is rejected under 35 U.S.C. 103(a) as being unpatentable over Kling 
2,583,379 in view Polster 6,355,104. 

Kling is applied for the reasons note above but fails to teach the the apparatus 
has the facility to change the liquid when in the first position. However, it would have 
been obvious to modify the Kling apparatus by providing the chamber means with a 
drain and refilling device associated with the bath such as shown by Polster to facilitate 
changing of the liquid within the tank by exhausting spent treatment liquid. 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 



Application/Control Number: 10/518,307 Page 6 

Art Unit: 1792 

Claim 8 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

The recitation in claim 8 that the apparatus has the facility or capability to change 
the liquid in the first position is confusing since it is unclear whether one is changing the 
liquid inside the chamber by facilitating a chemical reaction therein or whether one is 
changing by draining the liquid in the chamber and providing another liquid therein. 

Applicant's arguments filed 4/30/2008 have been fully considered but they are 
not persuasive. Applicant's arguments that his invention defines over Kling in that it has 
a single trough and a single lid enables all specimens to be treated identically is found 
to be non-persuasive since it is not commensurate in scope with claim language with 
the claim open with the term "comprising" to more than one lid and more than trough or 
chamber with the term "annular" trough broadly reading on the cross-sectional shape of 
the trough. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See M PEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Brenda A. Lamb whose telephone number is (571) 272- 
1231 . The examiner can normally be reached on Monday-Tuesday and Thursday. The 
examiner can also be reached on alternate Wednesdays and Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Nadine Norton, can be reached on (571) 272-1465. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
Art Unit 1792 

/Brenda A Lamb/ 

Primary Examiner, Art Unit 1792 



